THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today

(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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This is a decision on appeal fromthe final rejection of

claims 1 through 5, all of the clains present in the

appl i cation.

ppplication for patent filed October 5, 1992
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The invention relates to a conputer-based process
control ler including graphical display of selected process
attri butes.

The i ndependent claim1l is reproduced as foll ows:

1. A nmethod of generating graphical display of process
attributes in a conputer-based process controller,
conpri si ng:

storing a history of underlying process
attributes for a plurality of points in tine
during the operation of a process being
controll ed;

di spl ayi ng a graphical representation of said
process being controll ed;

selecting a portion of the graphical
representation and a point in time for which
underlying process attributes fromsaid history
are to be displayed; and

di spl ayi ng said underlying process attributes of
the selected portion of the graphica
representa-tion for the selected point in tine,
substantially sinmultaneous with the display of
sai d graphi cal representation.

The Exam ner relies on the follow ng references:

H tchens et al. (Hitchens) 4,512, 747 Apr. 23, 1985
Ni gawara et al. (N gawara) 0, 389, 132 Sep. 26,
1990

(Eur opean Patent)
Knoop et al., "Optinmal Person-Machine Interface for the
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Control of Electric Power Gids", Elektrotechnische
Zeitschrift, Vol. 109 no. 12 (June 1988), pp. 532-537 (English
Transl ation pp. 1-24) ( Knoop)
Thal i mer, "Design of a Continuous M ner Motor Monitoring
Systenf, Conference Record of the I EEE |Industry Applications
Soci ety Annual Meeting (Cat. No. 89CH2792-0)(1989), pp. 1576-
1579
(Thal i mer)

In the final action, clainms 1 through 5 stand rejected

under 35 U. S.C. 8 103 as bei ng unpatentable over Hitchens and

Thalimer. On page 4 of the answer, the Exami ner w thdraws the
rejection of clains 1 through 4 under 35 U.S.C. § 103 as being
unpat ent abl e over Hitchens and Thalinmer. The Exam ner set
forth a new ground of rejection of clains 1 through 4 under 35
U S.C. 8 103 as being unpatentabl e over Hitchens, Thaliner,

Ni gawara and Knoop?  Therefore, Clains 1 through 4 stand
rejected under 35 U . S.C. § 103 as bei ng unpatentabl e over

H tchens, Thaliner, N gawara and Knoop and claim5 stands

rej ected under 35 U.S. C 8§ 103 as bei ng unpat entabl e over

Hi t chens and Thal i ner.

2The Appellant filed an amendnent to claim1 in response to the new
ground of rejection. The Exam ner did not enter this anendnent. Therefore,
for the purpose of this appeal, this anmended claiml1l is not before us for our
consi derati on.
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Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is nmade to the briefs® and answers* for the

respective details thereof.

OPI NI ON

After a careful review of the evidence before us, we do
not agree with the Exam ner that clains 1 through 5 are
properly rejected under 35 U.S.C. § 103.

The Exami ner has failed to set forth a prima facie case.
It is the burden of the Exami ner to establish why one having
ordinary skill in the art would have been led to the clained
i nvention by the express teachings or suggestions found in the

prior art, or by inplications contained in such teachings or

Spppel lant filed an appeal brief on January 20, 1995. We will refer to
this appeal brief as sinply the brief. Appellant filed a response to the new
ground of rejection (a reply appeal brief) on June 23, 1995. W will refer to
this response as the reply brief.

4The Examiner responded to the brief with an Exaniner's answer, mail ed
April 20, 1995. We will refer to the Exam ner's answer as sinply the answer.
We note that the answer contains a new ground of rejection rejecting clains 1
through 4 under 35 U. S.C. § 103 as bei ng unpatentabl e over H tchens, Thaliner,
Ni gawar a and Knoop. The Exami ner responded to the reply brief with a
suppl enental Exami ner's answer, mailed April 12, 1996. W will refer to the
suppl enental Exami ner's answer as sinply the suppl enental answer.
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suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. Cir. 1983). "Additionally, when determn ning
obvi ousness, the clained invention should be considered as a
whol e; there is no legally recognizable 'heart' of the
i nvention." Para-Ordnance Mg. v. SGS Inporters Int’'l, Inc.,
73 F.3d 1085, 1087, 37 USPQ2d 1237, 1239 (Fed. Gir. 1995),
cert. denied, 117 S.Ct. 80 (1996) citing W L. Gore & Assocs.,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309
(Fed. Cir. 1983), cert. denied, 469 U S. 851 (1984).

In regard to the rejection of claimb5 as being
unpat ent abl e over Hi tchens and Thal i ner, Appellants argue on

pages 12 through

15 of the brief and pages 2 through 5 of the reply brief that
nei ther Hi tchens nor Thaliner teaches or suggests an

hi storical data file in which stored historical data rel ated
to process attributes underlying each of the plurality of
process elenents for a plurality of points in tine, a nask

data file including information which relates the historica
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data to correspondi ng process elenents in at |east one

graphi cal representation and a data processor to produce a
conbi ned di splay of at |east one graphical representation with
process attributes underlying at | east one of the plurality of
process conmponents for a selected point of tinme as recited in
Appellant's claim5. Appellants argue in the reply brief that
the Examiner's argunent that either H tchens or Thalinmer
inplicitly teach these limtations is not supportable in view
of the teachings of these references.

For a reference to "inherently" disclose an invention it
nmust be shown that the m ssing descriptive matter is
necessarily present in the thing described in the reference,
and that it be so recogni zed by persons skilled in the art.

Conti nental Can Co. USA, Inc. V. Mnsanto Co., 948 F.2d 1264,

1268- 69, 20 USPQ 1746,

1749 (Fed. Gr. 1991). Inherency may not be established by

probabilities or possibilities. Id.



Appeal No. 96-0023
Application 07/958, 046

Upon our review of Hitchens and Thalinmer, we fail to find
that these references inplicitly teach an historical data file
in which stored historical data related to process attributes
underlying each of the plurality of process elenents for a
plurality of points in tinme, a mask data file including
i nformati on which relates the historical data to correspondi ng
process elenents in at |east one graphical representati on and
a data processor to produce a conbined display of at |east one
graphi cal representation with process attributes underlying at
| east one of the plurality of process conponents for a
selected point of time. |In particular, we fail to find that
Thalimer inplicitly teaches displaying data for sel ected data
points for a selected point of tine or that Hitchens
inplicitly teaches a mask data file that is a data structure
that defines the structure records in the historical data file
to allow the display of process attributes of a process

conmponent for a selected point in tine.

H tchens teaches in colum 1, lines 28-35, that the
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pur pose of their invention is to sinulate the actual naterial
conveyi ng system so that a system desi gner can observe system
operation
prior to operation. H tchens does not contenplate the need to
record historical data for an actual system W agree with
t he
Exam ner that Hitchens does suggest that their system coul d be
used to nonitor an actual systemin operation, however,
Hi t chens
only suggests providing real tine data and not maintaining a
hi storical record.

Thal i mer teaches continuous nonitoring of a mner noter
for the purpose of calculating deterioration values for the
i nsulation of the notor. Thaliner does teach maintaining a
hi storical record of the cal cul ated deterioration val ues and
di splaying this history. Further, Thaliner does not
contenpl ate displaying these deterioration values for only a
sel ected point of time or providing a mask file to correspond
these values to a graphical representation so as to allow a
conbi ned di splay of the graphical representation with these
deterioration values for a selected point in tine.
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Furthernore, we fail to find any reason to nodify
Hi t chens
to obtain Appellant's invention. The Federal Circuit states
that "[t]he nmere fact that the prior art may be nodified in
t he manner suggested by the Exam ner does not nmake the
nmodi fication obvi ous
unl ess the prior art suggested the desirability of the
nodi fication." In re Fritch, 972 F.2d 1260, 1266 n. 14, 23
UsPQ2d 1780, 1783-84 n.14 (Fed. Gr. 1992), citing Inre
Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cr
1984) .
Furthernore, rejecting patents solely by finding prior art
corollaries for the clainmed elements would permt an exam ner
to use the clained invention itself as a blueprint for piecing
together elements in the prior art to defeat the patentability
of the clainmed invention. Such an approach woul d be an
i1l ogical and inappropriate process by which to determ ne

patentability. In Re Denis Rouffet, 97-1492 (Fed. Cir
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deci ded July 15, 1998).

Turning to the Examner's rejection of clains 1 through 4
as bei ng unpatentable over Hitchens, Thalinmer, N gawara and
Knoop, we fail to find that the references teach or suggest
selecting a stored history of underlying process attributes
for a plurality of points in tinme during the operation of a

process being

controlled, selecting a portion of the graphica
representation
and a point in tinme for which the underlying process
attributes for the history are displayed and displ aying the
underlying process attributes of the selected portion of the
gr aphi cal
representation for the selected point in tinme, substantially
simul taneous with the display of the graphical representation.
Furthernore, we fail to find any suggestion by these
references to nodify Hitchens to obtain Appellant's clained
I nventi on.

As shown above, the Exam ner has not shown that Hitchens
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or Thalinmer teaches or suggests selecting a point of time for
di splaying the historical attributes of a selected portion of
the graphical representation and displ ayi ng sinmultaneously the
sel ected underlying process attributes and the graphica
representation. Furthernore, we fail to find that N gawara or
Knoop supply this m ssing teaching or suggestion. 1In
particul ar, neither N gawara nor Knoop teaches or suggests a
selection of a point in tinme for which the underlying process

attributes fromthe history are to be displ ayed.

We have not sustained the rejection of clains 1 through 5
under 35 U.S.C. 8§ 103. Accordingly, the Exam ner's deci sion
IS reversed.

Rever sed

KENNETH W HAI RSTON
Adm ni strative Patent Judge )
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BOARD OF PATENT
LEE E. BARRETT APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

M CHAEL R FLEM NG
Adm ni strative Patent Judge

12



Appeal No. 96-0023
Application 07/958, 046
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